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DETAILED ACTION 
Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claims 12 and 14 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of Claim 1 of prior U.S. Patent No. 6,669,832. This is a double 
patenting rejection. 

Claim 13 is rejected under 35 U.S.C. 101 as claiming the same invention as that 
of Claim 6 of prior U.S. Patent No. 6,669,832. This is a double patenting rejection. 

Claim 15 is rejected under 35 U.S.C. 101 as claiming the same invention as that 
of Claim 3 of prior U.S. Patent No. 6,669,832. This is a double patenting rejection. 

Claims 16-21 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of Claims 5-10, respectively, of prior U.S. Patent No. 6,669,832. This is a 
double patenting rejection. 

Claim 22 is rejected under 35 U.S.C. 101 as claiming the same invention as that 
of Claim 12 of prior U.S. Patent No. 6,669,832. This is a double patenting rejection. 
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Claims 24 - 27 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of Claims 17-20, respectively, of prior U.S. Patent No. 6,669,832. This is a 
double patenting rejection. 

Claims 28 - 30 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of Claims 21 - 23, respectively, of prior U.S. Patent No. 6,669,832. This is a 
double patenting rejection. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



To ensure clarity and clear understanding of examiner's rationale for application 
of cited prior art, terminology contained within parentheses indicates quoted language 
contained within said cited prior art reference while unquoted language contained within 
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parentheses indicates the general concept as conveyed by said cited prior art 
reference. Such parenthetical terminology is to be interpreted as "reading on" or being 
"mapped to" the claim language prior to such parenthetical inclusions. 

Claims 12-23 and 28 - 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Disclosed Prior Art (applicant's specification, p. 1, line 10 - p. 2, line 
24) in view of Pooler (Pooler, Victor H. & Pooler, David J. Purchasing and Supply 
Management: Creating the Vision. Springer. January 1, 1997. pp. 76-81) and Hough 
(Hough, Harry E. Purchasing for Manufacturing. Industrial Press Inc. 1996. pp. 14 - 29, 
51 -53 and 128). 

Regarding Claims 12 - 15, Disclosed Prior Art discloses a transaction system 
for making an estimate request and an order request, an article or service required by 
an organization to a vendor outside the organization (see p. 1, lines 11-16) 
comprising: 

■ a processing unit installed inside the organization ("general affairs office in 
the organization") and having input means for inputting a request ("sent to 
the general affairs office") in order to exhibit the request to a plurality of 
vendors outside of the organization ("sends requests to each vendor") and 
inputting information related to the request on the basis of information sent 
from the vendor after the request has been made ("estimate request... is 
sent in writing to the requesting general affairs office"), the information 
related to the request being generated ("order request") and exhibited to 
the vendor, (see pp. 1 - 2); 
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■ a management unit ("general affairs office") for managing communications 
(estimate request, order request, estimate reply and bill transmission) 
between the processing unit ("general affairs office") in the organization 
and a processing unit (office) in the vendor company, the management 
unit including: 

■ information entry means installed inside the organization for entering data 
input by the input means of the processing unit in the organization, 
("requests for estimates and orders... sent to the general affairs office in 
the organization" - see p. 1); 

■ transmission means for transmitting the request entered into the 
information entry means installed in the organization ("general affairs 
off ice... sends the requests to each vendor") and request-related data 
input later as requested by the processing unit in the vendor company ("a 
reply is sent in writing to the requesting general affairs office"), (see pp. 1 
- 2); and 

■ entry means installed outside the organization for transmitting data used 
by the vendor to make a reply to the request as requested by the 
processing unit in the vendor company ("a reply is sent in writing to the 
requesting general affairs office"), (see pp. 1 - 2); and 

• entering data input and sent by the processing unit in the vendor 
company, ("a reply is sent in writing to the requesting general affairs 
office"), (see pp. 1 - 2). 
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Disclosed Prior Art does not teach underlined limitations - an electronic 
transaction system for making an estimate request and an order request, an article or 
service required by an organization to a vendor outside the organization comprising: 

■ a processing unit installed inside the organization and having input means 
for inputting a request in order to exhibit the request to a plurality of 
vendors outside of the organization and inputting information related to the 
request on the basis of information sent from the vendor after the request 
has been made, the information related to the request being generated 
and exhibited to the vendor after examining whether the information sent 
from the vendor meets requirements of the organization for purchasing 
articles or services which the vendor supplies : 

■ if, when an order request for an article or service is sent to the vendor, and 
an estimate reply has not been obtained from the vendor, a reguest to 
estimate the article or service is made to the vendor before the order 
reguest is sent and the order reguest is then sent after a reply to the 
estimate request has been received: and 

■ when replies to the estimate reguest are obtained from two or more 
vendors, the order reguest is automatically made to a vendor that fulfills 
predetermined evaluation criteria. 

Disclosed Prior Art does not teach that the system is automated. However, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have automated the method, since it has been held that broadly providing a 



Application/Control Number: 10/606,967 Page 7 

Art Unit: 3628 

mechanical or automatic means to replace manual activity that accomplishes the same 
result involves only routine skill in the art. In re Venner, 120 USPQ 192. 

Furthermore, automated systems for management and transmission of 
information ("Electronic Data Interchange") between an organization ("buyer") and a 
vendor ("seller") are old and well known in the art of information technology and supply 
chain management, as evidenced by Hough (see pp. 21 - 22). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
modified Disclosed Prior Art through automation of the manual system and 
incorporation of conventional components to make such automated possible, as 
disclosed by Hough, to increase inter-communication between transaction parties, to 
increase speed of communication between such parties and/or to reduce paperwork 
and paper file management. 

Additionally, automation of a manual process would necessitate the incorporation 
of components and elements in order to achieve such automation. Therefore, it would 
have been obvious to one with ordinary skill in the art at the time the invention was 
made to have utilized conventional and/or standard technology at the time that the 
invention was made to automate the above disclosed method and/or system. 

Conditioning the submission of an order request after examination of the 
estimate ("bid analysis" - see pp. 19 - 21) and vendor requirements ("supplier 
certification" - see pp. 52 - 53), requesting an estimate before submission of an order 
("a good buyer will ask a number of questions before placing the order" - see p. 14), 
receipt of estimates ("bids") from two or more vendors, determination and/or provision of 
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delivery statement for an accepted order ("form is returned to user with... the scheduled 
delivery date." - see p. 23) are old and well known in the art of supply chain 
management and purchasing management, as evidenced by Hough. It would have 
been obvious to one of ordinary skill in the art to have modified Disclosed Prior Art and 
Hough by incorporating such activities, methodologies and practices that are 
conventional and/or standard in the art of supply chain management and purchasing 
management, as evidenced by Hough. 

Submission of order requests to a vendor that fulfills predetermined evaluation 
criteria ("[q]ualification of suppliers is based on a satisfactory assessment of selected 
criteria" - see p. 81 and "Buyer's Checklist for Selecting New Suppliers" - see pp. 78 - 
80) is old and well known in the art of supply chain management and purchasing 
management, as evidenced by Pooler. It would have been obvious to one of ordinary 
skill in the art to have modified Disclosed Prior Art and Hough by incorporating such 
activities, methodologies and practices that are conventional and/or standard in the art 
of supply chain management and purchasing management, as evidenced by Pooler. 

Requesting an estimate on a product and/or service before submission of an 
order for a product and/or service, and submission of an order for a product and/or 
service after the estimate for the product and/or service has been received is old and 
well known in the art of supply chain management and purchasing management. For 
example, a consumer traditionally asks for an estimate - asking a mechanic how much 
a car repair will cost, asking a salesman how much a computer costs, asking a tailor 
how much alterations will cost - before committing to the purchase. It would have been 
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obvious to one of ordinary skill in the art to have modified Disclosed Prior Art, Hough 
and Pooler by incorporating such activities, methodologies and practices that are 
conventional and/or standard in the art of supply chain management and purchasing 
management. 

Regarding Claim 16, Disclosed Prior Art discloses a transaction system for 
making a request, which is one of an estimate request and an order request, for 
ordering articles or services required by an organization to vendors outside the 
organization (see p. 1, lines 11-16) comprising: 

■ first processing units installed in department offices of the organization 
("an enterprise department office") for inputting the request (inputted, 
"approved by superior officer in the office and sent to the general affairs 
office") and a second processing unit installed inside the organization 
("general affairs office") for managing the request made by the first 
processing units ("department office"), (see p. 1 , line 1 1 - p. 2, line 8) 
wherein: 

■ the second processing unit ("general affairs office") including management 
means ("sorts out the requests and sends the requests to each vendor") 
for managing dates of delivery of articles or services ("term of delivery") 
input from processing units installed in the vendor companies ("reply is 
sent ... to the requesting general affairs office"), (see p. 1, line 11 - p. 2, 
line 8); and 
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■ acceptance inspection of an article or service delivered ("delivered articles 
or services are sometimes not inspected for a long time in an organization, 
delaying payment to vendors"), (see p. 2, lines 19 - 24). 

Disclosed Prior Art does not teach the underlined limitations - an electronic 
transaction system for making a request, which is one of an estimate request and an 
order request, for ordering articles or services required by an organization to vendors 
outside the organization comprising; 

■ the second processing unit including management means for managing 
dates of delivery of articles or services input from processing units 
installed in the vendor companies and acceptance processing means for 
determining, for each first processing unit that makes a new request, the 
presence or absence of order requests made by that first processing unit 
for which acceptance inspection of an article or service delivered has not 
been made within a predetermined period of time after its date of delivery 
and refusing the new request when the acceptance inspection has not 
been made. 

Disclosed Prior Art does not teach that the system is automated. However, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have automated the method, since it has been held that broadly providing a 
mechanical or automatic means to replace manual activity that accomplishes the same 
result involves only routine skill in the art. In re Venner, 120 USPQ 192. 
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Furthermore, automated systems for management and transmission of 
information ("Electronic Data Interchange") between an organization ("buyer") and a 
vendor ("seller") are old and well known in the art of information technology and supply 
chain management, as evidenced by Hough (see pp. 21 - 22). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
modified Disclosed Prior Art through automation of the manual system and 
incorporation of conventional components to make such automated possible, as 
disclosed by Hough, to increase inter-communication between transaction parties, to 
increase speed of communication between such parties and/or to reduce paperwork 
and paper file management. 

Additionally, automation of a manual process would necessitate the incorporation 
of components and elements in order to achieve such automation. Therefore, it would 
have been obvious to one with ordinary skill in the art at the time the invention was 
made to have utilized conventional and/or standard technology at the time that the 
invention was made to automate the above disclosed method and/or system. 

Withholding future orders and/or purchases from a supplier until the delivered 
items and/or completed orders can be inspected, certified and/or qualified by the buyer, 
and setting a predetermined timeframe for such a process is old and well known in the 
art of supply chain management and purchasing management. For example, a 
consumer traditionally evaluates and inspects delivered merchandise before submitting 
additional orders to the same supplier, to ensure that the consumer is not tying up 
financial resources in continuously purchasing unsatisfactory merchandise. It would 
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have been obvious to one of ordinary skill in the art to have modified Disclosed Prior 
Art, Hough and Pooler by incorporating such activities, methodologies and practices 
that are conventional and/or standard in the art of supply chain management and 
purchasing management. 

Regarding Claims 17-18, Claims 17-18 recite similar limitations and/or would 
have been obvious based upon Claims 12-15 rejected above, and are therefore 
rejected using the same art and rationale as applied in the rejection of Claims 12-15. 

Regarding Claim 19, Claim 19 recites similar limitations and/or would have been 
obvious based upon Claim 15 rejected above, and are therefore rejected using the 
same art and rationale as applied in the rejection of Claim 15. 

Regarding Claims 20-21, Claims 20 - 21 recite similar limitations and/or would 
have been obvious based upon Claim 12 rejected above, and are therefore rejected 
using the same art and rationale as applied in the rejection of Claim 12. 

Regarding Claims 22 - 23, Claims 22 - 23 recite similar limitations and/or would 
have been obvious based upon Claim 12 rejected above, and are therefore rejected 
using the same art and rationale as applied in the rejection of Claim 12. 

Claims 24 - 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Disclosed Prior Art, Pooler and Hough, and in further view of OECD (ICCP Reviews of 
Information and Communications Policies. Organization for Economic Co-operation and 
Development. November 19, 1992. p. 83). 
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Regarding Claims 24 - 27, Claims 24 - 27 recite similar limitations and/or would 
have been obvious based upon Claim 12-16 rejected above, and are therefore 
rejected using the same art and rationale as applied in the rejection of Claims 12-16. 

Differing claim limitation(s) of Claims 24 - 27 concerning communication through 
a Value Added Network (VAN) is old and well known in the art of information 
technology, as evidenced by OECD (see p. 83). It would have been obvious to one with 
ordinary skill in the art at the time the invention was made to have utilized conventional 
and/or standard technology at the time that the invention was made to automate the 
above disclosed method and/or system. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Borlinghaus whose telephone number is (571) 

272- 6924. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached ay (571) 272 - 6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. i . 
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